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MODEL ANSWER FOR ESSAY A

The trademark of OREO cookies held by Kraft Foods on the principle register of the products words, trade dress and designs gives Kraft nationwide priority over future users, and constructive notice to others not to infringe on their trademark. Kraft has colorable claims against Borio, Roreo most significantly against Paskesz from Brookln.

1. Likelihood of Confusion – Kraft should file a claim against Paskesz as well as Borio and Roreo for infringement. A claim for likelihood of confusion can be brought under Lanham §32 because Kraft’s marks are registered. In order to determine whether likelihood of confusion has taken place courts have developed a number a tests, 2nd circuit (polaroid) 9th circuit (sleekcraft) 8th (squirtco). Most often used is the polaroid analysis. 

a. Strength of Kraft’s mark – measured by theoretical strength and market strength. Market strength is measured by market share, advertising, and sales volume. Oreos are the best selling cookies in the US as well as in China and other countries, and the brand has been used for 100 years. The fact that OREOS are the best selling cookies in the US indicates considerable sales volume, advertising and market share. Oreo has considerable theoretical strength as well. The name word OREO is fanciful and is a therefore a technical trademark that has the utmost theoretical strength. (ADVANTAGE OREO)

b. Similarities of the marks –Similarities should be judged by their sight, sound and meaning, and should be considered as it is encountered in the market place. Appearance. Product size, logos, typefaces and package design, among other factors. (Banfi). Regarding sound all three names sound similar, they are all single syllable end in the sound “EO” (ADVANTAGE OREO) regarding meaning though the term is fanciful (so no real meaning other than perhaps its similarity to OREO) but the display of the cookie on the trade dress clearly shows a cookie. Regarding sight, that is packaging and appearance of the mark, BORIO is the same kind of cookie i.e. black sandwich cookie (with designs on it), and the mark is white lettering with a blue outline that looks very similar to OREO, although the package is a different color (ADVANTAGE OREO). ROREO on the other hand is a different looking cookie (completely covered in chocolate no design) and the packaging and mark look entirely different (ADVANTAGE ROREO). TRIOS is the same type of cookie (similar design on cookie) and the packaging look substantially similar i.e. blue background, splashing milk, although the word are blue with white outline as apposed to white with blue outline this is still very similar (ADVANTAGE OREO).

c. Proximity of products – here the question is whether the products compete in the same markets. “the nature of the products themselves, as well as the structure of the relevant market.” (Banfi) here the products are all the same i.e. sandwich cookies (ADVANTAGE OREO) but it can be said that they are not all in the same market, BORIO and ROREO are both in specialty stores and not in general circulation, but there still is a considerable likelihood they would be in the same store and maybe even same aisle (LIKELY ADVANTAGE OREO) but for TRIOS there is substantial proximity as TRIOS is widely distributed and is in the same market of goods (BOTH are kosher) so would be in the same stores, maybe even in the same aisle.

d. Bridging the gap – Irrelevant because the products are identical

e. Actual Confusion – Here there is no evidence of actual confusion. (ADVANTAGE TRIOS BORIO ROREO)
f. Intent - If a finding of bad faith and in 2nd Circuit, gives rise to a “rebuttable legal presumption that the actor’s intent to confuse will be successful.” (Polaroid). Kraft’s mark has been registered fro 100 years and is famous in its design and name and has most certainly has acquired distinctiveness and a competitor should know of the OREO mark and design (IT’S THE LARGEST IN THE US), furthermore the similarities in BORIO and TRIOS (who knows how to register) to OREOS trade dress and mark evidence that they were trying to pass itself off as OREOS. This is indicative of bad faith on their part (STRONG ADVANTAGE OREO) but not so much of ROREO because of the different trade dress and mark (ADVANTAGE ROREO) 
g. Quality of product – if ROREO TRIOS or BORIO or inferior in quality it would hurt KRAFT because of the negative association
h. Sophistication of Consumers -  here we must consider the general impression of the ordinary consumer. Cookies are in general inexpensive, and a regular rational consumer isn’t that careful about this kind of purchase as they eat in a short span (Impulse buy-Nutrasweet). Cheaper (low cost) items are afforded more protection because of the increased likelihood of confusion.
i. OVERRAL – Kraft has a strong likelihood of confusion claim against Paskesz for TRIOS (strongest claim) and BORIOS (not as strong) but not so much against ROREO (weakest claim)

2. Initial Interest Confusion – In order to claim initial interest confusion, Kraft needs to show that an appreciable number of regular prudent purchasers are likely to be misled or confused as to the source of goods in question (Mobil) BORIO and TRIOS may mislead a consumer in the initial phase of interest because of the goodwill contained in the OREO mark, because of OREOs reputation (LARGEST IN US). If a customer approached the TRIO box it might think at first glance that is an OREO box because of the similar blue and white packaging (strongest case) and maybe even when a customer approaches  BORIO because of the similar mark (not as strong but still so) and least of all it isn’t likely a customer would be misled to believe Kraft or OREO made ROREO because of how different they appear at first glance. In sum because of the likelihood of confusion analysis done above it is likely consumers would experience initial interest confusion regarding TRIOS and BORIO but not so much for ROREO.
3. Dilution – Under Lanham §43(c) an owner of a “famous mark” that is distinctive shall be entitled to an injunction against another person who, at any time after the owner’s mark has become famous, commences use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous mark,

a. Famous –here it is quite clear that OREO is a famous name for cookies, know to the consuming public in the US
b. Blurring - association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark.  Here other’s use started after OREO became famous (100 year use) as a designation of source. In analyzing this we need only look to the cookie eating public (broad, basically everyone eats cookies). So OREO can claim dilution by blurring even if people don’t think they are the same because the may be confused as to source and think OREO is affiliated with the other brands. This dilutes the distinctiveness of the OREO name.

c. Tarnishment – requires a finding that plaintiff’s mark will suffer negative association, here is the other cookies are of inferior quality there will be negative association.
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